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REMABiiS 



„econ,i«.,ion ... .pp.cs.ion is ,esp.=..u», requested. 

. ,24 and 245.260 we,, P-.vi.us,, pending in *is application. 
Claims 2-24 and /'^o 259 and 260 

. ,24 have been canceled. Claims 249, 251 , 253, 257, 259 

ed above No claims bave been added. Accordingly, claims 

have been amended above. 

245-260 as amended are presented for further examination. 

The first page (line 1) of the specification has been amended by 

referencing this divisional application with the 
inserting Information December ^ 5, 1 995. 

pnor parent application. Sena. ^^' ^^^ ^ ^^^^^^^^ ,3t the 
The parent application was revived for purposes 
present divisional application could be filed. 

several informalities in the specification have ----- 7; 

Q RA R1 105 109. 114, 123, 127, 134, loi, 

'"-"sTrof c^^ 

,59, 180 and 181, none o ^^^^,,,,,,,ed page 81 (line 7), 

into Applicants' disclosure. Referring to th 

Aoollcants f^ave corrected the description of an incompatible 

Applicants processing element. 

.11 .c.pa.e of process. R A ^^^^^^ ^^^^^^^.^^^ ^ 

The definition of an incompatible celMs ,aae 81 a 

..patible eel, ,s defined as . eel, capable P^oc s . R.A ^^^^^^^^ 
. ..._„...;,aH.ment." See page 81, lines 5-6. InCarityi g 

. _.Me .»ii Applicants have corrected an obv,.uS 

ot an incoinp.uu.c Thus no new matter has been 

specification that is dear from its context. Thus, 

inserted thereby. 

. H noes have also been made to five Caims, mCuding claims 
Minor changes have aiso Markush 
249 251 253 257 and 259. These minor changes affect only th 

^ ■ ■ . , It is believed that the amended claim 

language in the foregoing claims. It 

. ,p .hesp Haims conforms to the accepted proper u g 

language in .nes- - - ^.^_,,-,„p" ha-^ been changea to 

I ■ o«n thp word GonipuaiLiwi, 
patent practice. In claim 260, the wo 

-- construct - . 
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E„„v o, ,he a™„«,n,s ,o ,He speClo.on .nd claims is 

respectfully requested. 



Objectigntg_PatRnt Drawinfls 



M.™„,e.,e™n, . made N.-ce o, Dr.npeisoo s . n, 
0„„,„,s ..a, was iss.ad ,n c„„n.o,»n ..s ^ '™ 

d„„id,s w» subdued a, soon .s ,«o„a«e su,ac, ma,..- 
indicated in this application. 



luhmi-'"" SeauenceJjstijTj 



.„p,,can,s a,e ..i™ co„pu„en,„ w»H ,.s Ame.dm.n,, ™spo- 
„p," T. Compiv W,.. R«P.emeP.s P.i Pa.em App.,c.,».s Co„«», 
„pcl...ld. Se,denc, And,0, Amino Acd Se„d.nce DisCos.ies. 



TheRMectionJoL 




C,„ms a-24 s.and p,o.sion,„v .eiec.ed pnd., ,5 U.S^. 

.e ,am, in.en.on as ... .aims ; 
Nos... 08,978,632, 08,978.633, 08,978,634, ° ^ f^^,^' 

„s,978,e38, 08,978,639, and 08,674,4,3, Tn,s is a — _ ""^ 

patenting rejection since the conthctmg u..u,s .a.. 



patented. 



I • c 9 9A have now been canceled as they 
As indicated above, claims 2-24 have 

,.o„,d nave 6.en wnen Ca.ms 246-3,3 P.esen... -n Appl.can s 
«ov.m6ei 26, 1997 P.eiimin.iv Amendment, Any incon.en.enc. 

this oversight is sincerely regretted. 

. V -'a'^- 2-24. Applicants respecttully 
In view of the cancelation o. ^-a-nn. ^ ... 

request withdrawal of the double patenting rejection. 
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. 257 259 stand provisionally rejected under the iudicially 

; Ob io ness-tvpe do.ble patenting as being unpatentable over 
created doctnne of obviousness VP g 635. In the Office Action 

claims 245-247 of copending Appl.cat.on No. 08/978,63 
(page 3), the Examiner stated: 

...ough the conflicting cl.ms are n j identical 
patentably distinct from each oth- J,^--;^^ ,,,, 3 cel. 

Srawn to the nucleic acid construct wh-ch^,^.^^ ^^^^^^ ,^3^ 
produces a nucleic acid P^^^^^^^ " ^ 3 ..^leic acid product in a cell 
drawn to "a process for . • • ^^PJ^^'^^^^ ,he method claimed. 
. . The claimed -^--'^"^H '^^iX^^ double patenting rejection 
,..3UsrhiVonSSS- =:ot i^fact been patented. 

. response, Applicants and the present Assignee point out tha^lt is 

. maintain a line of 

H .h»t Of their copending Ser.al No. 08/978,bjo. 
of tiMS application and that of „„ce,tain 

eecap.e h.th application, ate Pein, ptesen.l, • 

„ tpi, point in tinte what w,» he the ,ubiac, ntatta- and " J 

„ o P. iasoed thetefont, Applicant. r.sp,c.fi-«V 'eduo.t ttta. 

Z tlnte as .Piect ntatte, is deeded allow.hle in eithe, o, hoth 



applications 



TheReiectionJi^^ 

.0. faiiln, .0 particnlatW P™- - '•"< 
be,no indefinite Io, failing to p ,„ Office Action (page 41, the 

„a,te, which applicam regatds as the invention. 

Examiner stated; 

. . u.caus- they depend from canceled 

r\.,n^^ 2-21 are inaefin.te becaus. - y independent 

, ■ ^ o 91 Hn not aepend on a.w - AJ -r 
claim 1. Therefore, claims 2-2! do no. 

claim. 
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K ,p have been well taken with respect to 
.He Exam,ner. comments ^ -v^ ^ ^^^^^^^^^ ^^^^^^ 

22-24 (see the open,ng remarks of this Amendment,. 

, , .^^ 2-24 it is respectfully requested 
,n light of the cancelation of c,a,ms 24, ^^^^^^^^^^ 
,,3tthe rejection under 35 U.S.C.. 112, second paragrap, 

and withdrawn. 

n- .221 and 245-260 standreiectedunder35U.S.C.. 112, first 
Claims 2-21 ana z'^o described in the 

A i\ the Examiner stated. 
Office Action (pages 4-/1, tne v. 

■ u i.;m<= 9-24 are broadly drawn to a 
The constructs taught m ^^^^ -^^^'^J.^.^.s for use in a cell to 
n^ultitude of possible '^-^'^''^f ^^Tv or in .nroL comprising: 
produce a product (and ,n ^nv context, ,n ^^^^^^^^ comprising 
0) the construct as linear or c^rcu 2) ,.,de tail which 

2 or 3 strands, (3) comprising a erj-, P^J^ combinations 

can hybridize, (4) .'=°^P°^^'„,°^rnucleotides or analogs, (6 
,5,containing chemically mod ^^d ^^^^^^^ „ ^s 

containing non-nucleic a^'^ ^"^^^^ ^J^.^^ the natural and synthe ic 
or a combination, (7) further ^P^^ ^ a net charge, (8) 

thp cons 1.5 'j^'- r" ^ 1 _ r-(^nn 'niDBTiOn --j' " 

:::i.otide. analog, entity, ugand ur ^,,nding, and 
^efine'd as nuclease distance ce . ..^^^^^^ ^ „g3nd attached 

cellular or nuclear lo^'i^ation or a co ^ ^^^^^^^ ^ ^ed 

to one of the modified nuceot^es j c. ^^^^^^^^^ ^^,,,3, 

as attached to a "s^g-^^^V 3^3!! molecule or combination, 

defined as being a n^^<=-"^f;;,'^,°;3ruct ■'which when present in a 

Claims 22-24 describe a second nst^^ ^^^^^ ^^^^^^.^^„^ 3, 

cell produces a product, said ^ons „ 
entity comprising a chemical modification o 9 

Claims 245-254 are d-^^^^ ;7^^,,.,3,„e polymerase and 
acid constructs for --exp^ °n °f ^^^^^^ 
another nucleic acid sequence^f om he^ .^^^^^^^ ,.^,3,ons. 

context, . viyo or in. ru^ ^ ^^^^^ ^^^^^ ^.cognition site 
(1) a recognition site for tne poiy 
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. .rccp (3) where the primer 
■,s cor^plementary to a pr,mer '0;^;;^^^^^° ^T^'o" A polymerase. RNA 
Ts tRNA, (4) where the P^^V-erase - .^^ 
polymerase, reverse transcnptase^ polymerase, either T3 T7^ 

'nul polymerase ,s a a^t- o ^age RN^ ^P^ P^'^merase, (7 h 
SP6 or a combination, (6) a prom ^^^^ ^ ^^^^.^^ ^^^,^era, or 

acid based construct for .P^°^"""^^. , ""Removed during processing 
\> in a cell Which IS substantially re. ^^^^^^ 

r. • t- d^ms could - ct'si'nVelement, selected 
The limitations further include, l a^^^^^^ ,,ement, 0 a 

1';^ an intron, a P°'vadenYlation and P^^^^^^_ ^ 
combination. (2) a single stranded nude^c a P .^^^^^ ^^^3 

Tec. 

for viral assembly or replication ,„^3,ructs designed for entry 

The specification teaches several co ^ ^^^^^^ 3 

into a cell and expression °< ""^^ 7,hibition of a nucleic acid 
L ological function s^^^^^^^^^^^srct are taught prophetically, and 
Specifically, several CHENAC con^nuc constructed by 

p eered in figures M 3 as vecto based^c ^^^^.^^ , 

using modified nucleic acid ^^9^"^ an ^^^^.^,„ interaction. A 

entr into a cell -ay of mp °v^^^^ 

second group of nucleic acid fused ^ P.^^P^.^'Tunhe 

tauaht prophetically and shown 11 y hybridization is further 
S'meSc insulin by -ans o^nu .^^^^^^^^ exemplification 
tauaht prophetically and shown .n ^ « ^.^^^ 
or such constructs is taught m peo ^ ^^^^^ 3,,3ense inhibition 
Furthermore, vectors ^'^^mately d sign ^^^^^ ^^^^^ ^ ^ 

of HIV in cells by co-expression of anJ^^J ,^ ,ig,,es 24-49) are 
T7 promoter with a T7 P.^'V^^-^^se f prese of the 

laught and supported by /n wr.o data^ Spe ^^^^^^ ^^.^^ 
Ml 3 phage vectors PR/'Y^^T RNA polymerase driven by the RSV 
The coding sequence ;o;f;.,;;^;^3',:e,ce that will be sP-ice - 
promoter and with an SV40 jntro ^^^Q ^^^^ ^^^p^^,,, ,ons ru^ct 

. -^ho anTisense A, d, anu ^ ^ ^^^i^.^H version ot 

also naving ■ -^7 tprminator. '"^^ , ^ 

promoter and terminated by a T7 terr^m ^ ^ ^^,,,,3 

Jhe plNT-3 construct (the parent ^^'l*"^ ° -,3 caught where a 
before insertion of the antisense seQuen e ) gene 
po inker is inserted behind ^ ^ P°' ^^Vg ne in this instance to form 
Jor subsequent sub-clon-ng of the lac^ g 3 ^-.^ cell would be 

;°NT-LacZ. The result ^P- ^^^^ rsV promoter which in turn 



7-^ the Examiner stated: 
Continuing on pciges / - 
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Comply With Sequence Rul 



es 



. „ r F R 5. B2.(9) a«es.ir>9 M .he corten, of « paper 

.,.,.e,,e.e..e. — -.,^00— ^ 
„, ,e™ s*.« .e-ewu. o.e, ,.ap ..e '-J^; f^;,, „ ,« „- 

- — °' r: -el* 0«ce ,= a.«.e. .o 

:ro:2r:::r-ep.,..c.p..oM,3e,»^ 

thereto. 

, ,912^ 583-0100 during the daytime hours, 
by telephone at (212) bbJ u > 



espectfully submitted, 




Ronald C. Fedus 
Registration No. 32,56^ 
Attorney for Applicants 
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